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Application/Control Number: 10/683,800 
Art Unit: 2157 

DETAILED ACTION 

1 . This office action is responsive to application filed on 10/10/2003. 

pending examination. 

Claim Objections 

2. Claim 5 is objected to because of the following informalities: "based" should be 
"based on". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 10-21 and 33-44 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 10 and 33 recite the 
limitation of "...computer-readable media..." that is described in para. 0040 on page 14 
of original specification as "...such computer-readable media can comprise RAM, ROM, 
EEPROM, CD-ROM or other optical disc storage, magnetic disk storage or other 
magnetic storage devices, or any other medium which can be used to carry or store 
desired program code means in the form of..." A carry medium includes signals. As 
such, the claims cover embodiments directed to signals, per se. These claims are 
being rejected as non-statutory as directed to a form of energy rather than a patent- 
eligible machine, manufacture, process or composition of matter. Claims 11-21 depend 
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on claim 10 and claims 34-44 depend on claim 33. They are rejected for the same 
reason. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 3-4, 6-10, 12-13, 15, 18-23, 25-26, 30-33, 35-36, 39, and 41-44 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Daniell et al. (US 6,976,092 B1, 
hereinafter Daniell). 

Regarding claim 1 , Daniell teaches that in a system capable of real-time 
communication with one or more contacts at one or more other systems, a method of 
tracking real-time communication data, within a single contact tracking application that 
tracks real-time communication data for real-time communication using any of a plurality 
of diverse real-time communication providers and applications, the method comprising 
acts of: 

receiving, at a global real-time communication data store, real-time 
communication data from each of a plurality of diverse real-time communication 
applications corresponding to a plurality of diverse real-time communication providers 
(see FIG. 1 A and col. 3, lines 53-60); 
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querying the global real-time communication data store for real-time 
communication data corresponding to one or more contacts that are dynamically 
determined at the global real-time communication data store, based on one or more 
properties associated with the real-time communication data, to be one or more recent 
contacts (see col. 10, lines 38-61, polling); and 

displaying the one or more recent contacts on a user interface generated by the 
contact tracking application (see FIG. 4B and col. 6, lines 46-52). 

Regarding claim 3, Daniell teaches the method of claim 1 further comprising acts 

of: 

querying the global real-time communication data store for real-time 
communication data corresponding to one or more contacts identified as pinned 
contacts for which display of the corresponding real-time communication data is 
preferred (see col. 6, lines 15-18, the user is permitted to select a group in which to 
categorize the contact, such as pinned contacts or friends; also see col. 6, lines 57-59, 
the grouping may be changed according to user's preference.); and 

displaying at least one of the one or more pinned contacts on the user interface 
generated by the contact tracking application (see FIG. 4B, item 303). 

Claims 12, 25 and 35 are of the same scope as claim 3. They are rejected for 
the same reason as for claim 3. 

Regarding claim 4, Daniell teaches the method of claim 3 wherein the user 
interface generated by the contact tracking application comprises separate pinned 
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contact and recent contact portions (see FIG. 4B, item 303 as pinned contacts and 305, 
307 as recent contacts). 

Claims 1 3, 26 and 36 are of the same scope as claim 4. They are rejected for 
the same reason as for claim 4. 

Regarding claim 6, Daniell teaches the method of claim 3 wherein the real-time 
communication data corresponding to the one or more pinned contacts comprises 
presence (see col. 11, lines 12-16). 

Claim 39 is of the same scope as claim 6. It is rejected for the same reason as 
for claim 6. 

Regarding claim 7, Daniell teaches the method of claim 1 wherein the real-time 
communication data corresponding to the one or more contacts dynamically determined 
to be one or more recent contacts comprises status (see col. 4, lines 30-33). 

Claim 15 is of the same scope as claim 7. It is rejected for the same reason as 
for claim 7. 

Regarding claim 8, Daniell teaches the method of claim 1 further comprising an 
act of displaying a link on the user interface for adding a new contact (see FIG. 4A). 

Claim 31 is of the same scope as claim 8. It is rejected for the same reason as 
for claim 8. 

Regarding claim 9, Daniell teaches the method of claim 1 wherein the user 
interface displays a plurality of contacts from diverse service providers (FIG. 3, AOL, 
YAHOO, and MSN.), the method further comprising acts of: receiving user input to 
select a specific contact (see col. 8, lines 12-26); selecting the specific contact (see col. 
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8, lines 6-10); receiving user input to begin a new real-time conversation with the 
specific contact (see col. 8, lines 12-26); and sending a request for a new real-time 
conversation to the specific contact (see col. 8, lines 10-26, also see col. 8, lines 6-41, 
the scenario of selecting and initiating real-time conversation with CONTACT1). 

Claims 20, 30, 32 and 42 are of the same scope as claim 9. They are rejected 
for the same reason as for claim 9. 

Regarding claim 10, Daniell teaches that for a system capable of real-time 
communication with one or more contacts at one or more other systems, a computer 
program product comprising one or more computer readable media carrying computer 
executable instructions that implement a method of tracking real-time communication 
data, within a single contact tracking application that tracks real-time communication 
data for real-time communication using any of a plurality of diverse real-time 
communication providers or applications, the method comprising acts of: 

receiving, at a global real-time communication data store, real-time 
communication data from each of a plurality of diverse real-time communication 
applications corresponding to a plurality of diverse real-time communication providers 
(see FIG. 1 A and col. 3, lines 53-60); 

querying the global real-time communication data store for real-time 
communication data corresponding to one or more contacts that are dynamically 
determined, at the global real-time communication data store, based on one or more 
properties associated with the real-time communication data, to be one or more recent 
contacts (see col. 10, lines 38-61, polling); and 
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displaying the one or more recent contacts on a user interface generated by the 
contact tracking application (see FIG. 4B and col. 6, lines 46-52). 

Regarding claim 18, Daniell teaches the computer program product of claim 10, 
the method further comprising an act of periodically requesting real-time communication 
data from at least one of the plurality of diverse real-time communication applications 
(see col. 7, lines 37-41, continually refreshed.). 

Claim 41 is of the same scope as claim 18. It is rejected for the same reason as 
for claim 18. 

Regarding claim 19, Daniell teaches the computer program product of claim 10 
wherein the global real-time communication data store automatically receives real-time 
communication data from at least one of the plurality of diverse real-time communication 
applications, without having to make a request (see col. 7, lines 37-41, without the 
polling of the server.). 

Regarding claim 21, Daniell teaches the computer program product of claim 10 
wherein a particular contact is displayed as a pinned contact, the method further 
comprising acts of: receiving an indication at the global real-time communication data 
store that the particular contact is no longer a pinned contact (see col. 6, lines 57-59, 
the grouping may be changed according to user's preference. This implies the user can 
remove a contact from the pinned contact list at will and as a result, the global real-time 
communication data store should receive an indication that the particular contact is no 
longer a pinned contact.); and updating the user interface to remove the particular 
contact as a pinned contact (see col. 6, lines 57-59, the grouping may be changed 
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according to user's preference. This implies the user can remove a contact from the 
pinned contact list at will and as a result, the user interface should be updated to 
remove the particular contact as a pinned contact.). 

Claim 43 is of the same scope as claim 21 . It is rejected for the same reason as 
for claim 21. 

Regarding claim 22, Daniell teaches the computer program product of claim 10, 
the method further comprising acts of: receiving user input to display all contacts (col. 7, 
lines 19-23, the display of all contacts on a single screen implies receiving user input to 
display all contacts); and displaying a separate flyout user interface for displaying all 
contacts (see col. 7, lines 6-12, initiate another interface area (e.g., window, screen, 
etc.)). 

Claim 44 is of the same scope as claim 22. It is rejected for the same reason as 
for claim 22. 

Regarding claim 23, Daniell teaches that in a system capable of real-time 
communication with one or more contacts at one or more other systems, a method of 
tracking real-time communication data, within a single contact tracking application that 
tracks real-time communication data for real-time communication using any of a plurality 
of diverse real-time communication providers and applications, the method comprising 
steps for: 

synchronizing a global real-time communication data store with real-time 
communication data from each of a plurality of diverse real-time communication 
applications corresponding to a plurality of diverse real-time communication providers 
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(see FIG. 1A, col. 3, lines 53-60 and col. 7, lines 37-41, continually refreshed by the 
diverse servers.); 

retrieving real-time communication data from the global real-time communication 
data store that corresponds to one or more contacts which are dynamically determined 
at the global real-time communication data store, based on one or more properties 
associated with the real-time communication data, to be one or more recent contacts 
(see col. 10, lines 47-50, polling); and 

generating a user interface for displaying the one or more recent contacts (see 
FIG. 4B and col. 6, lines 46-52). 

Regarding claim 33, Daniell teaches that in a system capable of real-time 
communication with one or more contacts at one or more other systems, a computer 
program product comprising one or more computer readable media that implement a 
method of tracking real-time communication data, within a single contact tracking 
application that tracks real-time communication data for real-time communication using 
any of a plurality of diverse real-time communication providers or applications, the 
method comprising steps for: 

synchronizing a global real-time communication data store with real-time 
communication data from each of a plurality of diverse real-time communication 
applications corresponding to a plurality of diverse real-time communication providers 
(see FIG. 1A, col. 3, lines 53-60 and col. 7, lines 37-41, continually refreshed by the 
diverse servers.); 
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retrieving real-time communication data from the global real-time communication 
data store that corresponds to one or more contacts which are dynamically determined 
at the global real-time communication data store, based on one or more properties 
associated with the real-time communication data/to be one or more recent contacts 
(see col. 10, lines 47-50, polling); and 

generating a user interface for displaying the one or more recent contacts (see 
FIG. 4B and col. 6, lines 46-52). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2, 11, 24, 34 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Daniell. 

Regarding claim 2, Daniell teaches the method of claim 1 , but does not disclose 
wherein the one or more properties comprise a most recent communication time for the 
one or more contacts, and wherein display of the one or more recent contacts is 
ordered on the user interface by most recent communication time. Official Notice is 
taken for the most recent communication time and the display of the one or more recent 
contacts is ordered on the user interface by most recent communication time, as 
timestamp and sorting by timestamp are well known in the art. Therefore it would have 
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been obvious to one of ordinary skill in the art to incorporate the most recent 
communication time and the display order accordingly into the method of Daniell at the 
time of invention for easier viewing by the user (more organized). 

Claim 24 is of the same scope as claim 2. It is rejected for the same reason as 
for claim 2. 

Regarding claim 11, Daniell teaches the product of claim 10, but does not 
disclose wherein the one or more properties comprise a communication count for the 
one or more contacts, and wherein display of the one or more recent contacts is 
ordered on the user interface by communication count. Official Notice is taken for the 
communication count and the display of the one or more recent contacts is ordered on 
the user interface by communication count, as count and sorting by count are well 
known in the art. Therefore it would have been obvious to one of ordinary skill in the art 
to incorporate the communication count and the display order accordingly into the 
method of Daniell at the time of invention for easier viewing by the user (more 
organized). 

Claim 34 is of the same scope as the combination of claims 2 and 4. It is 
rejected for the same reason as for both claims 2 and 4. 

Regarding claim 37, Daniell teaches the product of claim 35, but does not 
disclose wherein display of the one or more pinned contacts is ordered on the user 
interface alphabetically. Official Notice is taken for ordering pinned contacts 
alphabetically, as ordering alphabetically is well known in the art. Therefore it would 
have been obvious to one of ordinary skill in the art to incorporate the alphabetical order 



Application/Control Number: 10/683,800 Page 12 

Art Unit: 2157 

into the product of Daniell at the time of invention for easier viewing by the user (more 
organized). 

8. Claims 5, 14, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Daniell, in view of Kakuta et al (US 6,714,965 B2, hereinafter Kakuta). 

Regarding claim 5, Daniell teaches the method of claim 4, but does not disclose 
wherein the pinned contact user interface portion varies in size based the number of 
one or more contacts identified as a pinned contact. However, Kakuta shows the size 
of the photograph of the user and the display position thereof displayed within the frame 
can be changed in real time on the preview screen. Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate the 
teaching of Kakuta into Daniell's method to have the pinned contact user interface 
portion varies in size based on the number of one or more contacts identified as a 
pinned contact. The motivation would be saving display space and better for viewing. 

Claims 14 and 27 are of the same scope as claim 5. They are rejected for the 
same reason as for claim 5. 

9. Claims 16, 28-29, and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Daniell, in view of Odero et al. (US 2002/0070963 A1, hereinafter Odero). 

Regarding claim 16, Daniell teaches the method of claim 10, but does not 
disclose unread messages. However, Odero shows a notification is presented when a 
user has email messages in general (read and unread), unread email messages, and/or 
upon recognition of arrival of an email message (see para. 0079). Therefore it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
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incorporate the teaching of Odero into Daniell's product such that the real-time 
communication data corresponding to the one or more contacts dynamically determined 
to be one or more recent contacts comprises unread messages. The motivation would 
be providing instant notification of the unread messages so that the user can respond 
promptly. 

Claims 28-29 and 38 are of the same scope as claim 16. They are rejected for 
the same reason as for claim 16. 

10. Claims 17 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Daniell, in view of Cadiz et al. (US 20040235520 A1 , hereinafter Cadiz). 

Regarding claim 17, Daniell teaches the method of claim 10, but does not 
disclose the method further comprising an act of displaying a text entry box on the user 
interface for searching for a contact. However, Cadiz shows an act of displaying a text 
entry box on the user interface for searching for a contact (FIG. 5 item 545 and para. 
0082). Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate the teaching of Cadiz into Daniell's method to 
provide a searchable contact list. The motivation would be more user friendly. 

Claim 40 is of the same scope as claim 17. It is rejected for the same reason as 
for claim 17. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Lai whose telephone number is (571) 270- 
3236. The examiner can normally be reached on M-F 8:30 - 5:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Michael C. Lai 
27SEP2007 
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